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A BILL

FOR
ANACT TO PROVIDE [NsTITUTIONS OF HIGHER LEARNING AND RESEARCH
AND SmMaLL BUSINESSES WiTH TUE RigHTS TO TITLE To PATENTABLE

INVENTIONS MADE WITH FEDERAL GOVERNMENT RESOURCES; PROVIDE A

" FRAMEWORK FOR COMMERCIAL TraNSFER OF RIGHTS TO INVENTIONS;

AND FOR RELATED MATTERS

o Sponsored by Hon. Benjamin Q. Kalu
S [ 1

BE IT ENACTED by the National Assembly of the Federal
Republic of Nigeriaas follows:

1. The primary objecﬁve of this Bill is to use the patent syster to
promote the utilization of inventions arising from federally supported
research and development and all matiers relating thereto and without
detracting from the generality of the foregoing, specifically to:

(a) encourage maximum participation of small busigess firms in
federal government supported research and development efforts;

(b} promote collaboration between commercial concefns and non-
profit organizations, including ﬁnﬁfersities; '

(é) ensure that inventions made by nen-profit organizations arid
small business firms aie used in a manner to promote free competition and
enterprise;

(d) promote the commercialization and public availability of
inventions made in Nigeria by Nigerian industries and workforce; and

(e) ensure that the government obtains sufficient rights in federal
governinent supported inventions to meet the needs of the government and
protectthe public againstnon-use or unreasonable use of inventions.

2.-(1) The rights of non-profit organization or small business firm

to retain title to any subject invention is hereby guaranteed and the same
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Procedwre in
respect of
retention of
title by
Government
agency

shall_ be subject to the provisions of this Bill.:

{2) Non-profit organization or small business firm may; within a
reasonat;vie time after disclosure pursuant to section 3(1) of this Bill, choose to
retain title to any subject invention.

{3) Non-profit organization or small business firm may, within a
reasonable time after disclosure pursuant to section 3(1) of this Billl, choose not
toretain title to any subject invention if:

(a) the funding agreement is for the operation of a government owned
research or production facility,

(b} in exceptional circumstances, it is determined by the government
agency providing the required funding that restriction or elimination of the
rightto retain title to any subject invention will better promote the objectives of
this Bill, or |

(c}itis determined by a Government authority which is authorized by
Jaw to conduct foreign intelligence or counterintelligence activities that the
restriction on or elimination of the right to retain title to any subject invention is
necessary te protect the security of such activities. |

7 3.-(1} Any determination scction 2 (3} (b) of this Bill shall be in
writing and accompanied by a written statement of facts Justifying the
determination and a copy of each such determination and justification shall be

sent to the Minister within thirty days after the execution of the applicable

. funding agreemerit.

(2) If the Minister believessthat any pattern of determinations by a
Goyemmént agency is contrary to the objectives of this Bill or that a
Government agency's policies or practices are not in conformity with the
provisions o_fthi_s Bill, the Minister shall so advise the head ofthat Government
agency. .

(3) Pursuant to the provisions of subsection (2) of this section, the

head of the Government agency shall advise the Minister in writing within

hinety days of what action, if any, the agency has taken or plans to take with
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respect to the matters raised by the Minister.

4.- Each funding agreement with a small business ﬁrm or non-
p:Oﬁt organization shall contain app.ropriate provisions to validate the
following:

(a) .a requirernent that the contractor disclose each subject

invention to the government agency within a reasonable time after it is made

and that the government agency may claim title to subiect invention ot

reported to it within such time;

(b) a requirement that the contractor may choose to retain the titie
to any subject invention within a reasonable time after disclosure and that
the government agency may claim the title to any subject invention in which
the contractor does not choose to retain rights or fails to choose rights within
such time; |

. (¢) a requirernent that a contractor who chooses to refain rights
shall file patent applications within reasonable time and that the government
agency may claim the title to any subject inventions in the Nigeria or other
countries in which the contractor has not filed patent applications on the
subject invention within such times; '

_(d) with respect to any inveniion in which the coniractor chooses
rights, the government agency shall have a non-exclusive, non-transferable,
irrevocable, paid-up licence to practice or have practiced for or on behalf of
the Federal Government of Nigeria any subject invention throughout the
world, and may, if provided in the funding agreement, have additional rights
to sub-license anmy foreign government or international organization
pursuant to an existing or future treaty oragreement,

| (e) the right of the gavernment agency to reyaire periedic reporting
onthe utilization or efforts at obtaining utilization that are being made by the
contractor or his licencees or assignees:

Provided, t.hat any such information may be treated by the

government agency as privileged and confidential;

Provigiens ina
funding agreement
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(h) an obligation on the part of the comiractor, in the event that a
Niéerian patent application is filed by or on its behalf or by any assignee of the
contractor, to include within the specification of such application and any
patent issuing thereon, a statement specifying that the invention was made with
govemnment support and that the government has certain rights in the
inveﬁtion;

(g}inthe case of a nonprofit organization:

(1) a prohibition on the assignment of rights to a subject invention in
Nigeria without the approval of the government agency, except where such
assignment is nﬁade to an organization which has as one of its primary functions

the management of inventions and which is not, itself, engaged in or does not

hold a substantial interest in other organizations engaged in the manufacture or

sale of products or the use ofprocesses that might ut}hze the invention or be in

"competltlon with embodiments of the invention (prowded that such assignee

" shallbe subjectio the same provisions as the contractor),

(i) a prohibition against the granting of exclusive licences under
Nigerian Patents or Patent Applications ina subject invention by the contractor
to persons other than small business firms for a period in excess ofthe first five
years from first commercial sale or use of the invention or ei ght years from the
date of the exclusive licence, |

(i) a requirement that the contractor share royalties with the

invehtor, and
(iv) a requirement that the balance of any royalties or income earmed

by the contractor with respect to subject inventions, after payment of expenses

{including payments to inventors) incidental to the administration of subject

inventions, be utilized for the support of scientific research or education; and
(h) the requirements of sections 8 and 9 of this Bill.-

5. Ifa contractor does not choose to retain title to a subject invention

in cases subject to this section, the government agency may consider and after

consultation with the contractor grant requests for retention of rights by the
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inventor subject to the provisions of this Bill and regulations made under

this Bill.

6. Where an employee of a government agency is a co-inventor of

any invention made under a funding agreement with a non-profit -

organization or small business firm, the government agency employing such
co-inventor is autherized to transfer or assign whatever rights itmay acéuire
in the subject invention from its employee to the contractor subject -to the
conditions set forth under this Bill.

7.-(1) No funding agreement with a small business firm or
nonprofit organization shall contain a provision allowing a govémment
agency to require the licensing to third parties the inventions owned by the
contractor that are not subject inventions unless such provision has been
approved by the head of the government agency and a written_jus.tiﬁcation
has been signed by the him. '

(2) Any such provision pursuant fo subsection (1) of this section

shail clearly state whether the licencing may be required in connection with

the practice of a T subject invention, a specifically identified work object, or-

both.

3YA govemﬁlent agency shall not i'eql'lire the licensing of third
parties under any such provision pursuant to subsection (1) of this section
unless the head of the government agency determines that the 1.156 of the
invention by others is necessary for the practice of a subject invention or for
the use of a work object of the funding agreément and that such action is
necessary to achieve the practical applicaﬁ_on_ of the subject invention or

work object. -

8. With respect to any subject invention in which a small business’

. firm or non-profit organization has acquired title under this Bill, the

Government agency under whose funding agreement the subject invention

was made shall have the right, in accordance with such procedures as are

provided in regulations made under this Bill to require the contractor, an -
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assignee or exclusive licencée ofa subject inventicn to granta non-exclusive,
partialjy exclusive, or exclusive license in any f1 eld of use to a responsible
apphcant or applicants, upon. terms that" are reasonable under the
c;gcumstances and if the coniractor, assignee, o exclusive licencee refuses
such request the government agency shall have the right to grang such a licence
itself, lf_ it determines that such action is necessary:

' “(a) becaﬁse the contractor orassignee has not taken, or is not expectéd
totake within a reasonable time, effective steps to achieve practical application
ofthe subject invention in such field of use;

(b} to alleviate health or safety needs which are not reasonably
satlsﬁed by the contractor, assignee, or their licencees;

(¢) to meet requirements for pubhc use specified by regulations and
such requirements are not reasonably satisfied by the contractor, assignee,
licencees; or

(d) because the agreement required by seetion 9 has hot been obtained
waived or because a chencee of the exclusive right to use or scll any subject

invention in Nigeria is in breach of its agreement obtainéd pursuant to sBction

9.

9.-(1) Notwithstanding any other provision of this Bill, no small
business firm or noﬁ—proﬁt organization which recelves title to any subject
inven‘tion..and not assignee of amy such small business firm or nonprofit
organization shall grant to any person the exclusive right to use or sell any
subject invention in Nigeria unless such person agrees that any products
embodying the subject invention or produced through the use of the subject
invention will be manufactured substantially in Nigeria,

' (2) However, in certain cases, the requirement.fof- such an agreement
may be waived by the government agency under whose funding agreement the
invention was made if the small business ﬁrm; nonprofit organization, or
assignee shows that reasonable but unsuccessful efforts have been made to

grant licences on similar terms to potential licencees that would be likely to
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manufacture substantially in Nigeria or that under the circumstances
domestic manufacture is not commercially feasible.

1-0.—(i) Government agencies are authorized to withhold from
disclosure to the public inforznation disclosing any invention in which the
Federal Government owns or may own a right, title, or inf;t.erest (including a
non-exclusive licence) for areasonable time in order for a patent application

to be filed.

(2) Government agencies shall not be required to release copies of

any document which is part of an application for patent filed with ther

relevant authorities er with any foreign patent office.

11, The Bureau for Public Procurement, after receiving
recommendations from the Minister, may make regulations which may be
made applicable to government agencies implementing the provisions of
sections 2 to @ of this Bill and the Bureau for Public Procurement shz_y.]l
establish standard funding agreement provisions required under this Bill.

12. Each governmentagency is authorized to: |

(a.) __ap]ﬂy foi‘, obtain, and maintain patenis or other forms of
protection in Nigeria and inforeign'countries on inventiors in which the
Federal Government owns a right, title, or interest; -

: (B) grant non-exclusive, exciusive, or partially exclusive licences
under govemm-ent owned patent applications, patents, or other forms of
protection obtained, royalty-free or for royalties or other consideratioﬁ, and
onsuch terrﬁs and conditions, including the grant to the licencee of the right
ofenforcement;

(¢) undertake alf other suitable and neceésaly steps to protect and
administer rights to federal government owned inventions on behalf of the
feder;i government either directly or through contract; and

(d)-transfer custody and administration, in whoie or in part, to
another government agency, of the right, title, or interest in any federal

government ownad invention.
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Reg_u]a_tfons 1 13. The Minister shall make regulations specifying the terms and
governing -
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conditions upon which any federal government owned invention may be

licensed on a non-exclusive, partially exclusive, or exclusive basis.
14.-(1) No government agency shall grant any licence under a patent

or patent application on a federal government owned invention unless the

: person requesting the license has supplied the government agency with a plan

for deve]opment and/or marketing of the invention, and the government
agencymay treat such plan as confidential,

(2) A government agency shall normally grant the right to use or sell
any federal goverriment owned invention in Nigeria only to a’licencee ;ihat
agrees that any products embodying the invention or produced through the use
of the invention willbe ﬁlanufaeuzfed substantially in Nigeria.

(3) Each govem‘ment agency . may grant exclusive or partiaily
exclusive licens'es in aﬁy invention covered by a federal government owned

domestic patent or patent application only if, after publlc notice and

opportumty for filing written objections, it is determined that:

(a) the interests ofthe Federal Government and the public will best be
served by the proposed lleence in view of the applicant's intentions, pians, and .
ability to bring the invention to practical application or atherwise promote the

invention's Lmllzatlon by the public;

L

*
6))] the desired practical application has not been achieved, or is not

likely expedltlous]y to be achieved, under any non-exclusive license which has
been'granted, or which may be granted, on the invéntion;

(¢) exclusive or partially exclusive licencing is a reasonable and

necessary incentive to call forth the investment of risk capital and expenditures

to bring the invention to practical application or otherwise promote the

invention's utilization by the public; and
(d) the proposed terms and scope of exclusivity are not greater than

reasonably necessary to provide the incentive for bringing the invention to
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practical application or otherwise promote the invention's utilization by the
public.

{4) A government agency Slhall'not grant such exclusive or partially
exclusive license under subsection (3) of this section if it determines that the
grant of such liéence will tend substantialfy to lessen competition or result in
undue concentration in any section of the country in any line of commerce to
whichthe technology to be licenced relates. 7 '

(5) First preference in the exclusive or partially exclusive licencing

of government owned inventions shall go to small business firms submitting

plans that are determihed by the agency to be within the capabilities of the

firms and equally likely, if executed, to bring the invention to practical.

application as any plans submitted by applicants that are not small business
firms.

(6) After consideration of whether the interests of the federal
government or Nigerian industry in foreign commerce will be enhanced,
any government agency may grant exclusive or partially exclusive licences
in any invention covered by a foréign patent application or patent, after
public notice and opportunity for ﬁling written objections, except that a
government agency shall not grant such exclusive or parti'ally eiiclusive

licence if it dete_rrriineg that the grant of such licence wil} tend substéntially

© to lessen competition or result in undiie concentration in any section of

Nigeria in any line of cemmerce to which the technology to be licenced
relates.

{7) Any grant of a licence shall contain such terms and conditions
as the government agency determines appropriate for the protection of the
intérééﬁs bf the federal government and the public, including provisions for
the following: _

' (a).periodic reporting on the utilization or éffo_rts at obtaining
atilization that are being made by the licencee with particular reference to

the plan submitted:
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' Prov1ded that any such mformanon may be treated by the federal govemment

"agency as commerma] and fi nancra] information obtained ﬁom a person as

confidential;

" (b) the right of the government agency to terminate such ficence in

“wholé or'in part if it determines that the licencee is not executing the plan

submitted with its request for a licence and the licencee ¢annot otherwise

" demonsrate to the satisfacficn of the government agency"thar it has taken or

can be expected to take w1th1n a reasonabie fime, effecnve steps to aclneve

practlcal apphcatmn ofthei mvent[on

(c) the nght of the government agency to terminate such hcence in

"~ whole orin part ifthe hcencee isin breach ofan agreement obtained pursuanT 1o

| paragraph (b) ofthis section; and

(d) the right of the government agency 0 terrmnate the licence in
whole or in part if the agency determines that such action is necessary to meet

reqmrements for pubhc use specified by govemment regulations issued after

the date ofthe l1cence and such reqmrements arc notreas onably sansﬁed by the

hcencee

15 (]) Section 2 ofthe Patcnt and Desrgns Act, Cap P2, Laws of the

' Federation ofN 1ger1a 2004 when and where applicable is to be read with such
_"modlﬁcauons asto brmg itin confonnlty with the prov1510ns of this Bill.

w1th respect to the rights in 1nvent10ns made in the perfonnance of funding

: agreements wath persons other ’fhan non-proﬁt organlzanons of smal] "busmess

firms.

(3) Nothmg in this Bdl 15 intended to limit the authority of

' Govemment agenmes to enter mto an agreement as regards rlghts in inventions

_ made in the performance of work under funding agreements with persons other

F3

than non-proﬁt organlzatlons or small business firms.

16. Nothmg in this Bil! shall e deemed to convey to any person

immunity from civil or criminal ]iability, Or 1o create any defence fo actions,

(2) Nothmg in ‘dns Bill is intended to alter the eﬁect any other law

)
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under any antrtmst i

17. The rlght to tltle to rnventlon made in the erdrnary course of

actrvrtres of a research 1nst1tut10n estabhshed pursuant to an Act of the

National Assembly nﬂter than a subject mventton shall be vested In such

research institute and sha]l be SUb_]‘SCt to the prov1510ns nf thrs Brll
18. At ieast once. each year the Mlmster shall transmrt a repert to

the relevant commlttees of each house of the Natronai Assembly, on the

s

1mp1ernentatrnn of the prnvrsrons nf thrs Brll by agencres and on such other

aspects of gdvemment patent po!scres and practrces wrth respect to federal
government funded inventions as the he beheves appropnate
19 in thrs Brtl unless the context otherWtse r equrres

government agency medns a nnmstry, department or agency of the

Govemment of the Federatron

"fundmg agreement" means any contract grant or cooperatlve aoreement

entered into between any federai agency and 2 contractor for the
performance of experrrnental develeprnental or research work funded in
Whole orinpartby the Governrnent of the Federatron and such tenrr 1ncludes
any assignment, substltutron of partres or subcontract of any type entered
1nt0 for the performance of experrmental developmental or, research work

under a funchng agreernent as herern deﬁned

"contractor means  any person srnall busrness ﬁrm or non- profit

organrzatron that isa party to afundrng agreement

"invention" means any mventlnn or dlscovery wlnch isor may be patentablc
orotherwise protectable under this Bill;

“subject invention™ means any invention of the contractor conceived or first
actually reduced to practice in the performance of work under a funding
agreement;

"practicat application” means to manufacture in the case of a composition or
product, to practice in the case of a process or giethod, or to sperate in the

case of a machine or system; agd, in each case, under such conditions as to
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establish thatthe i mventlon is heingutilized and that its benefits are to the extent
permntted by law avallable tothe public enreasonable terins;
made" when used in relation to any invention means the conception or first

actual reduction to practice of such invention:

" "Minister" means the Minister charged with the responsibility fer trade, under

whom the Patent Registry is placed:
"small business firm" means a small business concern as defined under the
Small and Medium Enterprises Development Agency of Nigeria Act;

"non-profit organization" means universities and other institutions of higher

education and institutions of research established pursuant to an Bill of the -

National Assembly;
"relevant authority” means the authority in charge of administering patent and
patent application issues; and ' )
"relevant committees" with respect to the National Assembly means the
committees of each chamber of the National Assembly assigned with the
responsibility of oversight on patent issues.

20. This Bili may be cited as the Patent (Additional Rights, etc.) Bill,
2019.

EXPLANATORY MEMORANDUM

This Bill seeks to provide universities, other higher institutions and research
institutions with the right to patentable inventions made with Federal

Government resources. It also seeks to provide for the commercial transfer of

rights to inventions for the purposes of driving industrial growth in Nigeria.




